United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/791,857 



03/04/2004 



Masakuni Ezumi 



20457 7590 10/11/2005 

ANTONELLI, TERRY, STOUT & KRAUS, LLP 
1300 NORTH SEVENTEENTH STREET 
SUITE 1800 

ARLINGTON, VA 22209-3873 



648.43604X00 



3767 



EXAMINER 



ABOAGYE, MICHAEL 



ART UNIT 



PAPER NUMBER 



1725 

DATE MAILED: 10/1 1/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 









Office Action Summary 


Application No. 

10/791,857 


Applicant(s) 

EZUMI ETAL 


Examiner 

Michael Aboagye 


Art Unit 

1725 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 
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DETAILED ACTION 

Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1 and 2, drawn to a method of friction welding, classified in class 
228, subclass 112.1. 

II. Claims 3 and 4, drawn to a product of friction welding, classified in class 
428, subclass 598. 

2. Inventions I and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product can be made from other processes 
such as butt welding, arc welding, or brazing. 

3. Because these inventions are distinct for the reasons given above and 
have acquired a separate status in the art as shown by their different classification, 
restriction for examination purposes as indicated is proper. 
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4. During a telephone conversation with Attorney William Solomon on September 
26, 2005 a provisional election was made with traverse to prosecute invention I, claims 
1 and 2. Affirmation of this election must be made by applicant in replying to this Office 
action. Claims 3 and 4 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Drawings 

6. Figures 7- 9 should be designated by a legend such as -Prior Art-- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 
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Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The paragraph "inserting rotary tools of the same size with the same insertion 
depth to the plates from the side having the projections, and performing friction stir 
welding" recited in claim 1 is unclear. It is unclear whether the plural members are 
joined at the abutted projection portions simultaneously or sequentially using rotary 
tools of the same size. Appropriate clarification is required. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C; 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/791,857 Page 5 

Art Unit: 1725 

9. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
applicants' admitted prior art (AAPA) in view of Koichi et al.(JP 2002-224858 A, 
Computer translated version). 

AAPA teaches a friction stir welding method, comprising: providing a plurality of 
members (10, 11 and 12), said plurality of members being hollow shaped and made of 
two parallel face plates; each having projections (18) at end portions of a plate that 
protrude toward a direction of thickness of the plate; butting an end portion of the plate 
against an end portion of an adjacent plate, wherein the thickness of the plate of at least 
one member is different from the thickness of the plate of another member, and the 
protruded height of the projections(18) at the butt joint portions are of the same height; 
and inserting rotary tools of the same size with the different lengths to correspond to 
the butt portions depth from the side having the projections, and performing friction stir 
welding (AAPA Figures 7-9 and applicants' specification pages 2- 5). 

AAPA doesn't teach that the protruded height of the projection on the plates at a 
butt joint portion where the plate thickness is large is smaller than the protruded height 
of the projections on the plates where the plate thickness is small, and the protruded 
height of the projection where the plate thickness on the plates at a butt joint portion is 
small is larger than the protruded height of the projections on the plates where the plate 
thickness is large. 

However Koichi et al. teaches a friction stir welding method of joining members of 
different thickness, comprising providing a surface plate (3) with difference in level 
heights such that level height on the plates at a butt joint portion where the plate 
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thickness is large is smaller than level height on the plate where the plate thickness is 
small, and the level height of where the plate thickness on the plates at a butt joint 
portion is small is larger than the level height on the plate where the plate thickness is 
large; inserting a tool (10) to perform stir welding, wherein heat generated by friction 
stirring is uniformly distributed across the butt portions of both the thicker and the 
thinner plate, completely fusing the butt joint and producing a secured and a joint of 
good integrity (Koichi et al., Abstract, Drawings, 1&2, and Detailed Description, [0001] - 
[0020]). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have modified the method of AAPA in view of the teachings of 
Koichi et al. to enable the use of rotary tool of the same size and with the same insertion 
depth to join plates of the different thickness; wherein heat generated by friction stirring 
is uniformly distributed across the butt portions of both the thicker and the thinner plate, 
fusing the abutted portion and producing a secured joint of good integrity(Koichi et al., 
Abstract, Drawings, 1&2, and Detailed Description, [0001] -[0020]). 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Satou et al. (US 6315187), Enomoto et al. (US 5979742), 
Kawasaki et al. (US 6378264), Kawasaki et al. (US 6532712), Nakamura et al. (US 
6599641) and Ezumi et al. (US 6193137) are cited in PTO- 892. 
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1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Aboagye whose telephone number is 571-272- 
8165. The examiner can normally be reached on Mon - Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dunn can be reached on 571-272-1171. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). . 
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